IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 



Confirmation No.: 1268 



Scott E. ANDERSEN et al 



Art Unit: 1631 



Appl.No.: 09/850,147 



Examiner: Lori A. CLOW 



Filed: May 8, 2001 



Atty. Docket: 1 65 1 7.25 1/38-2 1 (5 1 914)B 



Title: Nucleic Acid Molecules and Other 
Molecules Associated with Plants 



Petition! for Revnvafl of ami Ueimteirotioinially Abainidloiniedl 
Pateet Application Umider 37 C.F.R. § 1.137(f) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Attn: Mail Stop Petition 



Sir: 



Applicants hereby petition for revival of the above-captioned U.S. application under 
37 C.F.R. § 1 .137(f). Authorization to charge the official fees for this Petition is given in the 
accompanying transmittal letter. A duplicate copy of this Petition is enclosed. 

On May 8, 2001, the above-captioned U.S. application was filed with a Request for 
Non-Publication, which contained a certification under 35 U.S.C. § 1 22(b)(2)(B)(i), including 
a statement that the invention "has not and will not be the subject of an application filed in 
another country, or under a multilateral agreement, that requires publication at eighteen 
months after filing." (Request attached hereto as Exhibit A). Thereafter it was discovered 
that one or more foreign applications, which may be related to the invention disclosed in the 
above-captioned U.S. application, were subsequently filed in another country or under a 
multilateral agreement that requires publication at eighteen months after filing. One such 
application was filed on August 6, 2001 (the "Foreign Application"). 1 



1 Where more than one application was filed in another country or under a multilateral agreement, only the date 
for the earliest-filed foreign application is recited herein. 
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Applicants inadvertently did not notify the Director of the filing of the Foreign 
Application within 45 days of its filing. Therefore, Applicants believe that the above- 
captioned U.S. application may be abandoned pursuant to 35 U.S.C. § 122 (b)(2)(B)(iii), 
because the Foreign Application is directed to one or more nucleic acid or amino acid 
sequences, or both, that exhibit at least 85% sequence identity over 80% of their length to one 
or more nucleic acid or amino acid sequences, or both, disclosed in the above-captioned U.S. 
application. 2 

In light of the above, Applicants hereby explicitly notify the Office of the filing of the 
Foreign Application on August 6, 2001, pursuant to 35 U.S.C. § 122 (b)(2)(B)(iii). 
Applicants assert that any delay of providing such notice to the Office was inadvertent. 

Applicants hereby petition for revival of U.S. Application Serial No. 09/850,147 
under 37 C.F.R. § 1.137(f). Applicants hereby assert that any and all delay in filing the 
required reply, i.e., notification to the Office of the Foreign Application, from the due date for 
the reply until the filing of a grantable petition pursuant to 37 C.F.R. § 1.137(b), was 
unintentional and respectfully request that the above-captioned U.S. application be revived. 



2 Applicants do not assert that nucleic acid sequences or amino acid sequences that exhibit at least 85% identity 
over 80% of their length either are or are not an "invention disclosed in the application" within the meaning of 
35 U.S.C. § 122. 
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Should the Commissioner require additional information, he is invited to contact the 
undersigned at the number provided below. 

Respectfully submitted, 

Holly Logue Prutz (Reg. Attorney No. 47,755) 
David R. Marsh (Reg. Attorney No. 41,408) 

ARNOLD & PORTER 
555 Twelfth Street, NW 
Washington, D.C. 20004-1206 
(202) 942-5000 telephone 
(202) 942-5999 facsimile 

Date: December 3. 2003 

Correspondence Address: 

MONSANTO COMPANY 
800 N. Lindbergh Blvd. 
Mailzone E2NA 
St. Louis, MO 63167 
(314) 694-3602 telephone 
(314) 694-9009 facsimile 



EXHIBIT A 



PTO/SB/35 (11-00) 
Approved for use through 10/31/2002. OMB 0651-0031 
U S Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



REQUEST AND CERTIFICATION 
UNDER 
35 U.S.C. 122(b)(2)(B)(i) 



First Named Inventor ANDERSEN, Scott E. 



Title 



Nucleic Acid Molecules and Other Molecules Associated with 
Plants 



Atty Docket Number 



16517.251 [38-21(51914)B 



I hereby certify that the invention disclosed in the attached application has not and will not be 
the subject of an application filed in another country, or under a multilateral agreement, that 
requires publication at eighteen months after filing. I hereby request that the attached application 
not be published under 35 U.S.C. 122(b). 



May 8, 2001 ' ' > 

Signature 



Date 



David R. Mar sh (Reg. No 41,408) 
Typed or printed name 



This request must be signed in compliance with 37 CFR 1.33(b) and submitted 
with the application upon filing. 

Applicant may rescind this nonpublication request at any time If applicant 
rescinds a request that an application not be published under 35 U.S.C 122(b), 
the application will be scheduled for publication at eighteen months from the 
earliest claimed filing date for which a benefit is claimed. 

If applicant subsequently files an application directed to the invention disclosed in 
the attached application in another country, or under a multilateral international 
aqreement that requires publication of applications eighteen months after filing 
the applicant must notify the United States Patent and Trademark Office of such 
filing within forty-five (45) days after the date of the filing of such foreign or 
international application. Failure to do so will result in abandonment of this 
application (35 U.S.C. 122(b)(2)(B)(iii)). 



Bu.en Hour S.a.e This *«™»^ - ^'rSS SKES S^S S3 S 



Washington. DC 20231. 



\ 





ARNOLD & PORTER 



Holly Logue Prutz 

Holly_Prutz@aporter.com 



202.942.5243 
202.942.5999 Fax 



555 Twelfth Street NW 
Washington, DC 20004-1206 



December 3, 2003 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Attn: Mail Stop Petition 

Re: U.S. Patent Application No. 09/850,147 



Filed: May 8, 2001 

Title: Nucleic Acid Molecules and Other Molecules Associated 

with Plants 
Applicants: Scott E. ANDERSEN et al 
Atty. Docket: 16517.251 



The following documents are forwarded herewith for appropriate action by the U.S. 
Patent and Trademark Office (PTO): v 

1 . a Request to Rescind Prior Request and Certification under 37 C.F.R. § 1 .2 1 3(b), 
including an Exhibit A — copy of Request and Certification under 35 U.S.C. 



2. a Petition for Revival of an Unintentionally Abandoned Patent Application under 37 
C.F.R. § 1.137(f), including an Exhibit A — copy of Request and Certification under 
35 U.S.C. 122(b)(2)(B)(i) (in duplicate); and 

3 . a return postcard. 

Please stamp the attached postcard with the filing date of these documents and return it to 
our courier. 

Applicants request that the $1,330.00 fee for a petition to revive unintentionally 
abandoned application be charged to Deposit Account No. 50-2387, referencing docket number 



Sir: 



122(b)(2)(B)(i); 



16517.251. 



12/04/2003 SDENB0B1 00000138 502387 09850147 
01 FC:i453 1330.00 DA 



Washington, DC New York Los Angeles Century City Denver London Northern Virginia 
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Applicants do not believe any fees, other than the above fee ($1,330) 3 are due in 
conjunction with this filing. However, if any fees under 37 C.F.R. §§ 1.16 or 1.17 are required 
in the present application, including any fees for extensions of time, then the Commissioner is 
hereby authorized to charge such fees to Arnold & Porter Deposit Account No. 50-2387, 
referencing matter number 165 1 7.25 1 . A duplicate copy of this letter is enclosed. 



Respectfully submitted, 




Holly Logue Prutz (Reg. Attorney No. 47,755) 
David R. Marsh (Reg. Attorney No. 41,408) 



Attachments 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE flffi 0 3 

In re application of: 
Scott E. ANDERSEN et al 
Appl.No.: 09/850,147 



Filed: May 8,2001 

Title: Nucleic Acid Molecules and Other 
Molecules Associated with Plants 



Confirmation No. 1268 
Art Unit: 1631 
Examiner: Lori A. CLOW 
Atty. Docket: 16517.251/38-21(51914)3 




Reqmiest to Rescind Prior Request amid Certification 
Under 37 C.F.R. § 1.213(b) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Attn: Mail Stop Petition 

Sir: 

Applicants hereby request that the Request for Non-Publication and Certification 
Under 35 U.S.C. § 122(b) filed on May 8, 2001, in the above-captioned U.S. application be 
rescinded in accordance with 37 C.F.R. § 1.213(b). 

On May 8, 2001, the above-captioned U.S. application was filed with a Request for 
Non-Publication, which contained a certification under 35 U.S.C. § 1 22(b)(2)(B)(i), including 
a statement that the invention "has not and will not be the subject of an application filed in 
another country, or under a multilateral agreement, that requires publication at eighteen 
months after filing." (Request attached hereto as Exhibit A). Thereafter it was discovered 
that one or more foreign applications, which may be related to the invention disclosed in the 
above-captioned U.S. application, were subsequently filed in another country or under a 
multilateral agreement that requires publication at eighteen months after filing. One such 
application was filed on August 6, 2001 (the "Foreign Application"). 

Therefore, Applicants believe that the certification under 35 U.S.C. § 122(b)(2)(B)(i) 
filed in the above-captioned application may be incorrect. Accordingly, Applicants wish to 
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rescind the request for non-publication filed on May 8, 2001, for the above-captioned U.S. 
application. Applicants believe the certification in the above-captioned U.S. Application may 
be incorrect because the Foreign Application is directed to one or more nucleic acid or amino 
acid sequences, or both, that exhibit at least 85% sequence identity over 80% of their length 
to one or more nucleic acid or amino acid sequences, or both, disclosed in the above- 
captioned U.S. Application. 1 

In light of the above, Applicants hereby explicitly notify the Office of the filing of the 
Foreign Application on August 6, 2001, and rescind the request for non-publication submitted 
in U.S. Application Serial No. 09/850,147 pursuant to 37 C.F.R. § 1.213(b). Applicants 
assert that any incorrect certification made under 35 U.S.C. § 122(b)(2)(B)(i) was inadvertent. 



1 Applicants make no assertion as to whether nucleic acid sequences or amino acid sequences that exhibit at 
least 85% identity over 80% of their length either are or are not an "invention disclosed in the application" 
within the meaning of 35 U.S.C. § 122. 
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Should the Commissioner require additional information, he is invited to contact the 
undersigned at the number provided below. 



Respectfully submitted, 

Holly Logue Prutz (Reg. Attorney No. 47,755) 
David R. Marsh (Reg. Attorney No. 41,408) 

ARNOLD & PORTER 
555 Twelfth Street, NW 
Washington, D.C. 20004-1206 
(202) 942-5000 telephone 
(202) 942-5999 facsimile 

Date: December 3. 2003 

Correspondence Address: 

MONSANTO COMPANY 
800 N. Lindbergh Blvd. 
Mailzone E2NA 
St. Louis, MO 63167 
(314) 694-3602 telephone 
(314) 694-9009 facsimile 



Under the Paperwork Reduction Act of 1995. no persons arc 



EXHIBIT A 

PTO/SB/35 (11-00) 
Approved for use through 10/31/2002. OMB 0651-0031 
U S Patent and Trademark Office; U. S. DEPARTMENT OF COMMERCE 
required to respond to a collection of information unless it displays a valid OMB control number. 



REQUEST AND CERTIFICATION 
UNDER 
35 U.S.C. 122(b)(2)(B)(i) 



First Named Inventor | ANDERSEN, Scott E. 



Title 



Nucleic Acid Molecules and Other Molecules Associated with 
Plants . 



Atty Docket Number 



16517.251 [38-21(5l914)B 



I hereby certify that the invention disclosed in the attached application has no and w.ll not be 
he subiecTo^ filed in another country, or under a multilateral agreement that 

months after filing. I hereby request that the attached app.-cat.on 
not be published under 35 U.S.C. 122(b). 



May 8, 2001 
" Date 




Signature 



David R. Marsh (Reg. No 41,408) 



Typed or printed name 

This request must be signed in compliance with 37 CFR 1.33(b) and submitted 
with the application upon filing. 

Applicant may rescind this nonpublication request at any time. If applicant 
rescinds a request that an application not be published under 35 U.S.C. 122(b) 
STa^i^S! " will be scheduled for publication at eighteen months from the 
earliest claimed filing date for which a benefit is claimed. 

If aoDlicant subsequently files an application directed to the invention disclosed in 
^SeS action in another country, or under a multilateral -ntema^l 
aareement that requires publication of applications eighteen months ; after filing 
Z aoSn must notify the United States Patent and Trademark Office of such 
mnc ^ Mn S five (45) days after the date of the filing of such fore.gn or 
Tn^ZS^on- Fai'ure to do so will result in abandonment of th.s 
application (35 U.S.C. 122(b)(2)(B)(iii)). 

Burden Hour Statement: This Election of i^^ 25 S 

application not be published under 35 U.S.C. 122(b) ?"^™%£ZZwi^W "P°" 'he needs of the individual case. Any comments 
CFR 1.14. This form is estimated to take 6 minutes '° c ° m ( ^' e s ^' s ' '™ Chief Information Officer. U.S. Patent and Trademark Office, 

^^0^^ ADDRESS - SEND T0: Assis,anl Commiss,oner 

Washington, DC 20231. 



